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This is in response to the Amendment dated January 14, 2008. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
Action. 

Response to Arguments 

Election/Restrictions 

Applicant's election of Group I, claims 1-2, 4-7, 9, 12-13 and 21-24, in the reply 
filed on April 9, 2008 is acknowledged. Because applicant did not distinctly and 
specifically point out the supposed errors in the restriction requirement, the election has 
been treated as an election without traverse (MPEP § 818.03(a)). 

The requirement is still deemed proper and is therefore made FINAL. 

Accordingly, claims 17-20 and 25-26 are withdrawn from consideration as being 
directed to a non-elected invention. 

Claim Rejections - 35 USC 5 102/103 

I. Claims 1 and 2 have been rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Klaveness et al. (US Patent 
Application Publication No. 2001/0022963 A1). 

The rejection of claims 1 and 2 under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Klaveness et al. has been 
withdrawn in view of Applicants' remarks. 
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II. Claim 9 has been rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Klaveness et al. (US Patent 
Application Publication No. 2001/0022963 A1). 

The rejection of claim 9 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Klaveness et al. has been 
withdrawn in view of Applicants' remarks. 

III. Claims 1-2 and 5-6 have been rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Anderson (US Patent No. 
6,638,621 B2). 

The rejection of claims 1-2 and 5-6 under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Anderson has been 
withdrawn in view of Applicants' remarks. 

IV. Claim 9 has been rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Anderson (US Patent No. 
6,638,621 B2). 

The rejection of claim 9 under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Anderson has been withdrawn in 
view of Applicants' remarks. 
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V. Claims 1-2 and 5-6 have been rejected under 35 U.S.C. 102(e) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent 
No. 6,689,223 B1). 

The rejection of claims 1-2 and 5-6 under 35 U.S.C. 102(e) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. is as applied in 
the Office Action dated October 31 , 2007 and incorporated herein The rejection has 
been maintained for the following reasons: 

Applicants state that Meine et al., is non-analogous art (not in the same field of 
endeavor i.e., electroplating of metal). 

In response, present claims 1-2 and 5-6 are claiming an electrolyte bath. What 
does the electroplating of a metal have to do with these bath composition claims? 
Present claims 1-2 and 5-6 are not claiming an electroplating method. A bath 
composition is distinguished by its chemical structure not by its function (MPEP § 
2112.01(l),(ll)). 

The Applicant has a different reason for, or advantage resulting from doing what 
the prior art relied upon has suggested, it is noted that it is well settled that this is not 
demonstrative of nonobviousness. In re Kronig 190 USPQ 425, 428 (CCPA 1976); In re 
LinterW3 USPQ 560 (CCPA 1972); the prior art motivation or advantage may be 
different than that of Applicants while still supporting a conclusion of obviousness. In re 
Wiseman 201 USPQ 658 (CCPA 1979); Ex parte Obiaya 227 USPQ 58 (Bd. of App. 
1985) and MPEP §2144. 
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Applicants state that Examiner has not established that the modified fatty 
alcohols (including ethylene and propylene oxide) of Meine et al. is equivalent to any 
one of Applicants non-ionic polymers, but even assuming arguendo, such is the case, 
such a fact does not help Examiner in attempting to modify non-analogous art to 
achieve Applicants' invention while ignoring the structural elements of Applicants' 
claims . 

In response, present claim 1 , lines 5-7, recites: 

"said non-ionic polymer selected from the group consisting of an alkoxylated 
alcohol, an alkoxylated amine, and an alkylphenol alkoxylate." 
Meine teaches: 

2% by weight of C10-14 fatty alcohol + 1 PO + 1 EO ether (col. 2, lines 25-26). 

The ether disclosed by Meine would have been an alkoxylated alcohol. Thus, 
Meine teaches the structural elements of Applicants' claims. 

When the reference discloses all of the limitations of a claim except a property or 
function, and the examiner cannot determine whether or not the reference inherently 
possess properties which anticipate or render obvious the claimed invention but has 
basis for shifting the burden of proof to Applicant as in In re Fitzgerald 61 9 F.2d 67, 205 
USPQ 594 (CCPA 1980). See MPEP §§ 2112-2112.02. 



Applicants state that the Examiner is confusing the broadness of the claim 
language and the clear meaning of Applicants' claim language to one of ordinary skill in 
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the art with an illegitimate requirement of requiring additional compositional specificity to 
narrow the claim while ignoring Applicants' structural elements . Moreover, Examiner, in 
addition to ignoring the plain meaning of Applicants' claim elements, is citing non 
analogous art (not in the same field of endeavor). 

Applicants state that the Examiner insists on misreading Applicants' claim as 
strictly a composition claim. Examiner has cited nothing in the MPEP or the case law 
that would allow Examiner to transform Applicants' machine/manufacture claim into a 
composition claim , thereby ignoring Applicants' structural claim elements and 
attempting to prevent Applicants from claiming their invention. 

In response, present claim 1 recites: 

"An electrolyte bath, comprising: 

an electrolyte solution suitable for metal electroplating; 

and 

a composition comprising an organic acid and a non-ionic polymer mixed 
with said organic acid, said non-ionic polymer selected from the group consisting of 
an alkoxylated alcohol, an alkoxylated amine, and an alkylphenol alkoxylate; 

wherein said composition is disposed as a suspended layer within said 
electrolyte solution, said suspended layer adapted to form a wetting layer on a substrate 
as said substrate is passed through said suspended layer, said electrolyte bath adapted 
to form said wetting layer on said substrate prior to an electroplating process in said 
electrolyte solution." 

What is the meaning of "an electrolyte bath"? According to Applicants' 
specification, it is an electrolyte solution (pages 13-14, 10032) and a composition 
( page 11, [00261 ). There is no hardware. 

Applicants' apparatus (machine/manufacture), i.e., an electrochemical plating 
(ECP) system 10, is described on pages 12-13, 100201 to [00311 , and Fig. 1, which has 
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a copper anode 16, a cathode 18 and a current source 12. The electrolyte bath as 
presently claimed is not an electroplating apparatus because it is absent such defining 
structures. The electrolyte bath as presently claimed is a solution according to 
Applicants' specification ( page 11, [00261; and pages 13-14, f00321 ). 

The structural elements in Applicants' claim language are chemical, and are 
highlighted in bold above for present claim 1 . The Examiner has shown in her rejections 
that Meine has taught Applicants' chemical structural elements. 

The words of a claim must be given their "plain meaning" unless they are defined 
in the specification (MPEP §21 1 1 ). 

There is no hardware being claimed. A machine/manufacture claim must be 
distinguished from the prior art in terms of mechanicai structure, not chemical 
structure (i.e., a solution and a composition) [MPEP 2114]. 

VI. Claim 9 has been rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. (US Patent No. 
6,689,223 B1). 

The rejection of claim 9 under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Meine et al. is as applied in the 
Office Action dated October 31 , 2007 and incorporated herein The rejection has been 
maintained for the reasons as discussed above. 

Applicants' remarks have been fully considered but they are not deemed to be 
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persuasive. 

Claim Rejections - 35 USC § 103 

I. Claims 4, 7 and 21-22 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klaveness et al. (US Patent Application Publication No. 
2001/0022963 A1 ) as applied to claims 1 and 2 above. 

The rejection of claims 4, 7 and 21-22 under 35 U.S.C. 103(a) as being 
unpatentable over Klaveness et al. as applied to claims 1 and 2 above has been 
withdrawn in view of Applicants' remarks. 

II. Claims 5 and 6 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klaveness et al. (US Patent Application Publication No. 
2001/0022963 A1 ) as applied to claims 1 and 2 above, and further in view of BASF 
("Surfactants: Pluronic & Tetronic", pp. 1-40). 

The rejection of claims 5 and 6 under 35 U.S.C. 103(a) as being unpatentable 
over Klaveness et al.) as applied to claims 1 and 2 above, and further in view of BASF 
has been withdrawn in view of Applicants' remarks. 

III. Claims 12-13 and 23-24 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klaveness et al. (US Patent Application Publication No. 
2001/0022963 A1 ) as applied to claim 9 above. 
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The rejection of claims 12-13 and 23-24 under 35 U.S.C. 103(a) as being 
unpatentable over Klaveness et al. as applied to claim 9 above has been withdrawn in 
view of Applicants' remarks. 

IV. Claims 4, 7 and 21-22 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson (US Patent No. 6,638,621 B2) as applied to claims 1-2 
and 5-6 above. 

The rejection of claims 4, 7 and 21-22 under 35 U.S.C. 103(a) as being 
unpatentable over Anderson as applied to claims 1-2 and 5-6 above has been 
withdrawn in view of Applicants' remarks. 

V. Claims 12-13 and 23-24 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson (US Patent No. 6,638,621 B2) as applied to claim 9 
above. 

The rejection of claims 12-13 and 23-24 under 35 U.S.C. 103(a) as being 
unpatentable over Anderson as applied to claim 9 above has been withdrawn in view of 
Applicants' remarks. 

VI. Claims 4, 7 and 21-22 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. (US Patent No. 6,689,223 B1) as applied to claims 1-2 
and 5-6 above. 



Application/Control Number: 10/811,621 
Art Unit: 1795 



Page 10 



The rejection of claims 4, 7 and 21-22 under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. as applied to claims 1-2 and 5-6 above is as applied in 
the Office Action dated October 31 , 2007 and incorporated herein The rejection has 
been maintained for the reasons as discussed above. 

Applicants also state that the Examiner's argument that varying the various 
concentrations of the cleaning composition of Meine, in forming one lower aqueous 
phase I and an upper aqueous phase II immiscible with the lower phase I, in an effort to 
achieve Applicants' invention are result effective variables is likewise misplaced since 
Meine does not disclose or suggest Applicants' electrolyte bath or "an electrolyte 
solution suitable for metal electroplating" or an electrolyte bath adapted to form a 
wetting layer on a substrate prior to an electroplating process. 

In response, 

(i) As to Meine does not disclose or suggest Applicants' electrolyte bath, Meine 
teaches Applicants' chemical structural elements (see above). 
Furthermore, Meine teaches: 

In the most simple case, a composition according to the invention consists of a 
lower continuous phase, which consists of the entire phase I, and of an upper 
continuous phase which consists of the entire phase II. However, one or more 
continuous phases of a composition according to the invention may also contain 
parts of another phase in emulsified form so that, in a composition such as this, 
phase I for example is partly present as continuous phase I, which represents the lower 
continuous phase of the composition, and is partly emulsified as discontinuous phase I 
in the upper continuous phase II. The same applies to phase II and other continuous 
phases. 

In another preferred embodiment of the invention, one or both of the continuous 
phases I and II contain(s) parts, preferably 0.1 to 25% by volume and more preferably 
0.2 to 15% by volume, based on the volume of the particular continuous phase, of the 
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other phase as dispersant. In this embodiment, the continuous phase I or II is reduced 
by that part by volume which is distributed as dispersant in the other phase. Particularly 
preferred compositions are those in which phase I is emulsified into phase II in 
quantities of 0.1 to 25% by volume and preferably in quantities of 0.2 to 15% by 
volume, based on the volume of phase II. 

In another preferred embodiment of the invention, part of the two phases - in 
addition to the continuous phases I and II - is present as an emulsion of one of the two 
phases in the other phase, this emulsion being separated from those parts of phases I 
and II which are not involved in the emulsion by two clearly defined phase boundaries, 
namely an upper and a lower phase boundary (col. 3, lines 10-47). 

These teachings would have suggested wherein said composition is disposed as 
a suspended layer within said electrolyte solution (present claim 1 , lines 8-9); and 
wherein the composition is present in said electrolyte solution in a concentration of 
about 5% by weight (present claim 4) [= i.e., phase I is emulsified into phase II in 
quantities of 0.1 to 25% by volume and preferably in quantities of 0.2 to 15% by volume , 
based on the volume of phase II as taught by Meine (col. 3, lines 30-36)]. 

In the case where the claimed ranges overlap or lie inside ranges disclosed by 
the prior art, a prima facie case of obviousness exists (MPEP § 2144.05(1)). 



Meine teaches 2% by weight of C10-14 fatty alcohol + 1 PO+ 1 EO ether (col. 2, 
lines 25-26) and 8% by weight of citric acid (col. 2, line 28). 

Applicants claim "wherein said organic acid is present in said composition in a 
wt.% of about 10, and wherein said non-ionic polymer is present in said composition in 
a wt.% of about 5" (present claim 7). 

The word "about" permits some tolerance or flexibility to the claimed range 
(MPEP§2173.05(b)(A)). 
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A 2% by weight of C10-14 fatty alcohol vs. 5 % by weight non-ionic polymer; and a 
8% by weight of citric acid vs. 10% by weight organic acid would have been obvious 
because a prima facie case of obviousness exists where claimed ranges and prior art 
ranges do not overlap but are close enough that one skilled in the art would have 
expected them to have the same properties (MPEP § 2144.05(1)). 

(ii) As to Meine does not disclose or suggest "an electrolyte solution suitable for 
metal electroplating" or an electrolyte bath adapted to form a wetting layer on a 
substrate prior to an electroplating process. 

Applicants reliance on the intended use of the electrolyte bath, "an electrolyte 
solution suitable for metal electroplating", and the adaptation of the electrolyte bath to 
form a wetting layer on a substrate prior to an electroplating process, adds nothing to 
distinguish the chemical structural elements of the bath. 

VII. Claims 12-13 and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. (US Patent No. 6,689,223 B1) as applied to claim 9 
above. 

The rejection of claims 12-13 and 23-24 under 35 U.S.C. 103(a) as being 
unpatentable over Meine et al. as applied to claim 9 above is as applied in the Office 
Action dated October 31 , 2007 and incorporated herein The rejection has been 
maintained for the reasons as discussed above. 
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Applicants' remarks have been fully considered but they are not deemed to be 
persuasive. 

Allowable Subject Matter 

The indicated allowability of claims 17-20 and 25-26 is withdrawn in view of 
Applicant's election of Group I, claims 1-2, 4-7, 9, 12-13 and 21-24, in the reply filed on 
April 9, 2008. 

Response to Amendment 
Claim Rejections - 35 USC §112 
Claims 1-2, 4-7, 9, 12-13 and 21-24 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
Claim 1 

lines 9-13, recite "said suspended layer adapted to form a wetting layer on a 
substrate as said substrate is passed through said suspended layer, said electrolyte 
bath adapted to form said wetting layer on said substrate prior to an electroplating 
process in said electrolyte solution." 
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Claim 9 

lines 11-15, recite "said suspended layer adapted to form a wetting layer on a 
substrate as said substrate is passed through said suspended layer, said electrolyte 
bath adapted to form said wetting layer on said substrate prior to an electroplating 
process in said electrolyte solution." 

Applicants' specification, pages 1-17, does not disclose adapted to form a 
wetting layer on a substrate as said substrate is passed through said suspended layer, 
said electrolyte bath adapted to form said wetting layer on said substrate prior to an 
electroplating process in said electrolyte solution. Thus, there is insufficient written 
description to inform a skilled artisan that applicant was in possession of the claimed 
invention as a whole at the time the application was filed. 

Furthermore, "adapted" was not disclosed in Applicants' specification because 
Applicants' specification does not disclose what is meant by "adapted" and/or provide 
how one would have carried this out. 

The Examiner has carefully considered the entire specification as originally filed, 
however, there is found no literal support in the specification for the newly added 
limitations in amended claims 1 and 9. Applicants have not provided the page number 
and line numbers from the specification as to where the newly added limitations are 
coming from. Ex parte Grasselli, 231 USPQ 393 (Bd. App. 1983) aff'd mem. 738 F.2d 
453 (Fed. Cir. 1984). 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EDNA WONG whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



EW 

May 17, 2008 



/Edna Wong/ 
Primary Examiner 
Art Unit 1795 



